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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )|El Responsive to communication(s) filed on 28 January 2004 . 
2aM This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 1 and 3-39 is/are pending in the application. 

4a) Of the above claim(s) 23-34 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) Kl Claim(s) 1.3-22 and 35-39 is/are rejected. 

7) D Claim(s) is/are objected to. 

8jE3 Claim(s) 1 and 3-39 are subject to restriction and/or election requirement. 

Application Papers 

9)[x] The specification is objected to by the Examiner. 

10) D The drawihg(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2D Certified copies of the priority documents have been received in Application No r 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 

2) CH Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) CD Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date ._. 



4) D Interview Summary (PTO-41 3) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20040303 



Application/Control Number: 09/997,024 Page 2 

Art Unit: 1755 

1 . This Office action is in response to the amendment filed 1/28/04 and refers to the first 
Office action mailed 8/25/03. 

2. The abstract of the disclosure is objected to because it is not commensurate in scope 
with the claims as now amended in that they do not focus on the fact that the catalyst is a 
metallocene. Correction is required. See MPEP § 608.01(b). 

3. The bulk of the formal rejections are withdrawn due to applicants' pointing out in the 
specification the meaning of various questioned terms. However, the examiner informally notes 
the following points: in claims 20, 21, 38 and 39, it is not clear whether the support material 
recited therein is the same or different chemically as the first support material, nor is it clear if 
this support material is the same or a different aliquot of the support material if it is indeed the 
same chemically. Is this support first impregnated with the first catalyst, then the second 
catalyst? In claim 37 "said supercritical-like solvent" lacks antecedent basis, and it is not now 
clear how this claim further limits the claim from which it depends. 

4. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

5. Claims 1, 3-22 and 35-39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McLaughlin in view of Hoel and Keller as cited in and for the reasons of record given in the 
previous Office action. 

6. Applicant's arguments filed 1/28/04 have been fully considered but they are not 
persuasive. 

In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
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combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and/w re Jones, 958 F.2d347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, McLaughlin itself provides a reason to combine, specifically to promote 
maximum adsorption of a catalyst onto a support; see col. 1 , 1. 6-12, and col. 7, 1. 17-22. Hoel 
teaches that use of solvents that applicants admit are supercritical is advantageous in that it 
makes isolation of the prepared catalyst from its reaction medium much simpler with fewer 
steps, for example by vacuum evaporation; col. 9, 1. 30-37; col. 3, 1. 59-68. 

Contrary to applicants' assertion, McLaughlin does in fact disclose that supercritical 
fluids dissolve metallocenes; see col. 4, 1. 9. Indeed, much of McLaughlin focuses on the 
simplicity of experiments using supercritical fluids to determine their suitability as solvents; col. 
4, 1. 18, and col. 7, 1. 32-51 . The solubility of metallocenes and their conventional cocatalysts is 
confirmed by Keller at col. 3, 1. 26-54, and 1. 4, 1. 25-38, hence there would have been less need 
to experiment on the part of the routineer in the art. Hoel also teaches that light solvents are 
preferable in dissolving metallocenes and their cocatalysts, many of the specific solvents reading 
on those of the present invention; col. 8, 1. 43-65. 
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7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Pasterczyk whose telephone number is 571-272-1375. The 
examiner can normally be reached on M-F from 9 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell, can be reached at 571-272-1362. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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